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Decision on Petition 



This is a decision on the petition filed July 14, 2008, pursuant to 37 C.F.R. §1.181. 

The July 14, 2008 petition requests that the requirement under 37 CFR § 1.105, specifically 
items 1-6, be withdrawn as improper. 

The petition is DISMISSED AS MOOT . 

PERTINENT BACKGROUND 

This application was filed October 06, 2003 

A final Office action was issued May 14, 2008 which included a requirement under 37 CFR 
1.105 for applicant and assignee to provide information that the examiner has determined is 
reasonably necessary to the examination of this application. 

On July 14, 2008, applicant filed an after final response, along with a response to requirement for 
information under 37 CFR 1.105 and the above noted petition. 



Petitioner seeks relief by filing a petition Julv 14, 2008 under 37 CFR 1.181 requesting that the 
requirement under 37 CFR § 1.105, specifically items 1-6, be withdrawn as improper. 

Petitioner alleges: 



"that a proper request under 37 CFR § 1.105 is a request for factual 
information, which is reasonably necessary to properly examine or treat a matter in a pending 
or abandoned application. A requirement for information under 37 CFR § 1.105 places a 
substantial burden on the Applicant." 

"The present request for information is not reasonable as it does not satisfy the above- 
noted criteria. There has been no demonstration that the claimed subject matter cannot be 
adequately searched. On the contrary, the Examiner has provided several 892 forms which 
include prior art found by the Examiner. Furthermore, in the Examiner's view, the file 



Application No. 10/678,747 
Decision on Petition 



Page 2 



wrapper does not lack adequate prior art as the Examiner continues to reject the claims with 
the art of record (some of which have been supplied by Applicant). Moreover, the Office has 
not informed Applicant that the invention is in an area of technology without a classification, 
nor has the Office indicated that there is a lack of relevant prior art. 

Furthermore, a requirement for information is not proper when no further action 
would be taken by the Examiner. 2 Since the Examiner has already rejected the pending 
claims and the outstanding rejection is final, there is no further action for the Examiner to 
take. 

The Examiner has been able to reasonably examine the application and the present 
requests are not reasonably necessary to further examine the application. 

Furthermore, the broad language in items 5 and 6, such as "every" makes items 5 and 
6 particularly burdensome, and are not reasonably necessary to examine the present 
application." 

REGULATIONS AND PRACTICE 

37 CFR 1.1 05 states: 

§ 1.105 Requirements for information, 
(a) 

(1) In the course of examining or treating a matter in a pending or abandoned 
application filed under 35 U.S.C. 1 1 1 or 371 (including a reissue application), in a patent, 
or in a reexamination proceeding, the examiner or other Office employee may require the 
submission, from individuals identified under § 1.56(c), or any assignee, of such 
information as may be reasonably necessary to properly examine or treat the matter, for 
example: 

(1) Commercial databases : The existence of any particularly relevant commercial 
database known to any of the inventors that could be searched for a particular aspect of 
the invention. 

(ii) Search : Whether a search of the prior art was made, and if so, what was searched. 

(iii) Related information : A copy of any non-patent literature, published application, 
or patent (U.S. or foreign), by any of the inventors, that relates to the claimed invention. 

(iv) Information used to draft application : A copy of any non-patent literature, 
published application, or patent (U.S. or foreign) that was used to draft the application. 

(v) Information used in invention process : A copy of any non-patent literature, 
published application, or patent (U.S. or foreign) that was used in the invention process, 
such as by designing around or providing a solution to accomplish an invention result. 

(vi) Improvements : Where the claimed invention is an improvement, identification of 
what is being improved. 

(vii) In Use : Identification of any use of the claimed invention known to any of the 
inventors at the time the application was filed notwithstanding the date of the use. 

(viii) Technical information known to applicant. Technical information known to 
applicant concerning the related art, the disclosure, the claimed subject matter, other 
factual information pertinent to patentability, or concerning the accuracy of the 
examiner's stated interpretation of such items. 

(2) Where an assignee has asserted its right to prosecute pursuant to § 3.71(a) of this 
chapter, matters such as paragraphs (a)(l)(i), (iii), and (vii) of this section may also be 
applied to such assignee. 
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(3) Requirements for factual information known to applicant may be presented in any 
appropriate manner, for example: 

(i) A requirement for factual information; 

(ii) Interrogatories in the form of specific questions seeking applicant's factual 
knowledge; or 

(iii) Stipulations as to facts with which the applicant may agree or disagree. 

(4) Any reply to a requirement for information pursuant to this section that states either 
that the information required to be submitted is unknown to or is not readily available to 
the party or parties from which it was requested may be accepted as a complete reply. 

(b) The requirement for information of paragraph (a)(1) of this section may be 
included in an Office action, or sent separately. 

(c) A reply, or a failure to reply, to a requirement for information under this section 
will be governed by §§ 1.135 and 1.136. 

704. 1 2 Replies to a Requirement for Information 

Replies to requirements for information must be complete and filed within the time 
period set including any extensions. Failure to reply, within the time period set will result 
in the abandonment of the application. All replies for a request for information should be 
checked for completeness. Any incomplete reply can be completed within the original 
time period set including any extensions. Supplemental replies filed after the expiration 
of the original period for reply including any extensions of time must comply with all 
other rules for submissions of information. 

704. 1 2(b) [R-3] What Constitutes a Complete Reply 

A complete reply to a 37 CFR 1.105 requirement is a reply to each enumerated 
requirement for information giving either the information required or a statement that the 
information required to be submitted is unknown and/or is not readily available to the 
party or parties from which it was requested. There is no requirement for the applicant to 
show that the required information was not, in fact, readily attainable, but applicant is 
required to make a good faith attempt to obtain the information and to make a reasonable 
inquiry once the information is requested. 

>There is no need for applicants to distinguish between whether the required information 
is unknown or is not readily available. Thus, if information remains unknown after a 
reasonable inquiry is made, applicant may simply reply that the requested information is 
either unknown or is not readily available rather than be required to make a categorical 
position either that the information is unknown to the applicant, or that the information is 
not readily available to the applicants 

A reply stating that the information required to be submitted is unknown and/or is not 
readily available to the party or parties from which it was requested will generally be 
sufficient unless, for example, it is clear the applicant did not understand the requirement, 
or the reply was ambiguous and a more specific answer is possible. 
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OPINION 



A review of the file record finds that a proper and complete reply to the 35 USC 1.105 
requirement was filed on July 14, 2008. 

Accordingly, the petition requesting that the requirement under 37 CFR § 1.105, specifically 
items 1 -6, be withdrawn as improper is DISMISSED AS MOOT . 

The application is being forwarded to the examiner for consideration of the RCE filed September 
12, 2008. 




Michael Horabik ~~ 
Quality Assurance Specialist 
Technology Center 2600 
Communications 



